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Supreme Court Skips Patent Eligibility 
In Garage Door Case 
By Dani Kass 

Law360 (October 5, 2020, 2:43 PM EDT) -- The U.S. Supreme Court on Monday 

declined to review four cases over patent eligibility standards — including a high-profile one 

over a garage door patent — following years of calls for the justices to provide more 

guidance on the area of law often controlled by their 2014 Alice ruling. 

 

Most significantly, the justices denied a petition from The Chamberlain Group Inc., which 

owns a garage door patent invalidated by the Federal Circuit. The company had claimed 

that the circuit court has been picking patent claims apart to an unfair degree when deciding 

whether they're invalid as abstract under Alice. 

 

Chamberlain's May petition said patent claims need to be viewed as a whole when deciding 

if they're abstract under Alice , not broken down to "a single supposed point of novelty." 

This has led to patents being invalidated that claim "concrete and specific" inventions, and 

the justices desperately need to step in, the petition said. 

 

In Alice, the Supreme Court held that an abstract idea is only patent eligible if it includes an 

added inventive concept. The high court has received numerous pleas to clarify this ruling 

and the Federal Circuit decisions that stemmed from it, but last term rejected a slew of 

promising cases.  

 

The chair of the Senate Judiciary Committee's intellectual property subcommittee, Thom 

Tillis, R-N.C., had used Chamberlain's case as an example of the need to reform Section 

101 of the Patent Act, saying "nothing better demonstrates the madness" in patent eligibility 

law. 

 

https://www.law360.com/ip/articles/1315478/supreme-court-skips-patent-eligibility-in-garage-door-case?nl_pk=7545a5b5-6a94-47d3-8aa3-2e19884905c5&utm_source=newsletter&utm_medium=email&utm_campaign=ip
https://www.law360.com/ip/articles/1315478/supreme-court-skips-patent-eligibility-in-garage-door-case?nl_pk=7545a5b5-6a94-47d3-8aa3-2e19884905c5&utm_source=newsletter&utm_medium=email&utm_campaign=ip
https://www.law360.com/ip/articles/1315478/supreme-court-skips-patent-eligibility-in-garage-door-case?nl_pk=7545a5b5-6a94-47d3-8aa3-2e19884905c5&utm_source=newsletter&utm_medium=email&utm_campaign=ip
https://www.law360.com/ip/articles/1315478/supreme-court-skips-patent-eligibility-in-garage-door-case?nl_pk=7545a5b5-6a94-47d3-8aa3-2e19884905c5&utm_source=newsletter&utm_medium=email&utm_campaign=ip
https://advance.lexis.com/api/search?q=2014%20U.S.%20LEXIS%204303&qlang=bool&origination=law360&internalOrigination=article_id%3D1315478%3Bcitation%3D2014%20U.S.%20LEXIS%204303&originationDetail=headline%3DSupreme%20Court%20Skips%20Patent%20Eligibility%20In%20Garage%20Door%20Case&
https://advance.lexis.com/api/search?q=2014%20U.S.%20LEXIS%204303&qlang=bool&origination=law360&internalOrigination=article_id%3D1315478%3Bcitation%3D2014%20U.S.%20LEXIS%204303&originationDetail=headline%3DSupreme%20Court%20Skips%20Patent%20Eligibility%20In%20Garage%20Door%20Case&
https://www.law360.com/articles/1275488
https://www.law360.com/companies/chamberlain-group-inc
https://advance.lexis.com/api/search?q=2014%20U.S.%20LEXIS%204303&qlang=bool&origination=law360&internalOrigination=article_id%3D1315478%3Bcitation%3D2014%20U.S.%20LEXIS%204303&originationDetail=headline%3DSupreme%20Court%20Skips%20Patent%20Eligibility%20In%20Garage%20Door%20Case&
https://advance.lexis.com/api/search?q=2014%20U.S.%20LEXIS%204303&qlang=bool&origination=law360&internalOrigination=article_id%3D1315478%3Bcitation%3D2014%20U.S.%20LEXIS%204303&originationDetail=headline%3DSupreme%20Court%20Skips%20Patent%20Eligibility%20In%20Garage%20Door%20Case&
https://www.law360.com/articles/1233633
https://www.law360.com/articles/1211046
https://advance.lexis.com/api/search?q=2014%20U.S.%20LEXIS%204303&qlang=bool&origination=law360&internalOrigination=article_id%3D1315478%3Bcitation%3D2014%20U.S.%20LEXIS%204303&originationDetail=headline%3DSupreme%20Court%20Skips%20Patent%20Eligibility%20In%20Garage%20Door%20Case&
https://advance.lexis.com/api/search?q=2014%20U.S.%20LEXIS%204303&qlang=bool&origination=law360&internalOrigination=article_id%3D1315478%3Bcitation%3D2014%20U.S.%20LEXIS%204303&originationDetail=headline%3DSupreme%20Court%20Skips%20Patent%20Eligibility%20In%20Garage%20Door%20Case&


The Federal Circuit invalidated Chamberlain's patent for a smart garage door opener in 

August 2019, finding it claimed only the patent-ineligible abstract idea of "wirelessly 

communicating status information about a system." 

 

The invalidation was particularly painful, given that Chamberlain won nearly $20 million after 

a jury found Techtronic Industries Co. Ltd. infringed that patent and one other. The vast 

majority of that award was tied to the now-invalidated patent.  

 

Techtronic fought the Supreme Court petition, saying there was no legal issue for the 

justices to weigh in on, as the justices had viewed the claims as a whole during the Alice 

analysis.  

 

The justices also denied petitions stemming from three rejected patent applications on 

Monday.  

 

Steve Morsa, a pro se inventor whose application for a targeted advertising patent was 

rejected under Alice, had said patents that are "a flash of creative genius" like his should be 

patent eligible. 

 

C. Douglass Thomas, whose patent application involved producing surveys, had raised 

questions about the patent eligibility of software under Alice. 

 

And finally, Christopher Primbas, Philip Thomas Stamataky and Omni Investors Group Inc. 

— who wanted to patent eliminating coins from store transactions by giving shoppers store 

credit — had asked the justices "whether recitation in a patent claim of a combination of 

steps determined to be inventive over an idea is 'sufficient to ensure that the patent in 

practice amounts to significantly more than a patent upon the [idea] itself.'" 

 

Morsa told Law360 he'll be filing a request for rehearing, as "these errors cry out for 

Supreme Court attention" 

 

"I'm both surprised and disappointed in the court's cert denial; especially given the 

importance to American innovation of correcting the multiple eligibility errors I've identified," 

he said. 

 

Jeremy C. Doerre of Tillman Wright PLLC, representing the Primbas petitioners, said the 
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denial wasn't "surprising" since the Federal Circuit had issued a one-line order in their 

case.  

 

"It's unfortunate because we were hoping to get confirmation that claim limitations that are 

inventive/nonobvious over an idea preclude a holding that the claim is ineligible as directed 

to that idea," he told Law360. "I think an explicit answer to this question from either the 

Supreme Court or the Federal Circuit offers a path to more consistent eligibility analysis." 

 

Thomas likewise said he wasn't surprised by the decision. 

 

"[The justices] just don't care — especially when the petitioners are not large public entities 

with political ties," he said. "There clearly would not be so many petitions to the court if the 

Federal Circuit would follow the statute and the entirety of the Supreme Court precedent. 

But they won't." 

 

Counsel for Techtronic declined to comment.  

 

Chamberlain's counsel did not immediately respond to a request for comment Monday.  

 

The Chamberlain patent-in-suit is U.S. Patent No. 7,224,275. 

 

Chamberlain is represented by E. Joshua Rosenkranz, Melanie L. Bostwick, Elizabeth R. 

Moulton and Ned Hirschfeld of Orrick Herrington & Sutcliffe LLP; Katherine Vidal and 

Michael R. Rueckheim of Winston & Strawn LLP; and Benjamin C. Elacqua of Fish & 

Richardson PC. 

 

Techtronic is represented by William R. Peterson, Jason C. White, Michael J. Abernathy, 

Sanjay K. Murthy, Nicholas A. Restauri and Julie S. Goldemberg of Morgan Lewis & 

Bockius LLP and Sean C. Cunningham, Erin P. Gibson and Stanley J. Panikowski of DLA 

Piper.  

 

Morsa is representing himself. 

 

Primbas, Stamataky and Omni are represented by Jeremy C. Doerre of Tillman Wright 

PLLC.  
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C. Douglass Thomas is representing himself through his firm, TI Law Group PC. 

 

The government is represented by Acting Solicitor General Jeffrey B. Wall. 

 

The cases are The Chamberlain Group Inc. v. Techtronic Industries Co. et al., case 

number 19-1299; Christopher Primbas et al. v. Andrei Iancu, Director, United States Patent 

and Trademark Office, case number 19-1464; Steve Morsa v. U.S. Patent and Trademark 

Office, case number 20-32; and C. Douglass Thomas v. United States Patent and 

Trademark Office, case number 19-1435, before the Supreme Court of the United States. 

 

--Additional reporting by Tiffany Hu and Britain Eakin. Editing by Abbie Sarfo. 
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